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10) 0 The drawing(s) filed on is/are: 3)0 accepted or b)n objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
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DETAILED ACTION 
Continued Examination Under 37 CFR L114 

1 . A request for continued examination under 37 CFR 1,114, including the fee set forth in 37 CFR 
1. 17(e), was filed in this application after final rejection. Since this application is eligible for continued 
examination under 37 CFR 1.114, and the fee set forth in 37 CFR 1. 17(e) has been timely paid, the 
finality of the previous Office action has been withdrawn pursuant to 37 CFR 1.114. AppKcant's 
submission filed on January 13, 2004 has been entered 

2. This Office Action is also in response to applicant's amendment filed on January 13, 2004, which 
has been entered into the file. 

3. By this amendment, the applicant has newly added claim 27. 

4. Claims 1-2 and 5-27 remain pending in this appUcation. 

5. The rejections to claims 5-14, 15-24, 25 and 26 under 35 USC 1 12, first paragraph, set 
forth in the previous Office Action dated December 28, 2001 are withdrawn. 

6. The rejections to claims 5-14, 15-24, 25 and 26 under 35 USC 112, second paragraph, set 
forth in the previous Office Action dated December 28, 2001 still hold. 



Response to Amendment 



7. The amendment filed January 13, 2004 is objected to under 35 U.S.C, 132 because it introduces 
new matter into the disclosure. 35 U.S.C. 132 states that no amendment shall introduce new matter into 
the disclosure of the invention. The added material which is not supported by the original disclosure is as 
follows: newly added claim 27 recites a transparent construction including a first and a second optical 
thin films that is capable of making a predetermined pattern of reflected light being visibly perceptible 
when viewed from the fi-ont surface of a substrate, that supports the thin film layers, and irtq^erceptible 



Application/Control Number: 09/535,827 Page 3 

Art Unit: 2872 

when viewed from the back surface of the substrate. The specification only give supports for such 
irrp creep tibility from the back surface by adding either metallic layers at the back surface of the thin film 
layers or by having color-absorbing substrate. The specification teaches expHcitly that by sirrply having 
the thin film layer the reflectance will actually be the same when viewed from both sides of the substrate, 
(please see column 4, lines 44-52). 

AppUcant is required to cancel the new matter in the reply to this Office Action. 

Claim Rejections - 35 USC §112 

8. The following is a quotation of the first paragraph of 35 U.S. C. 1 12: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, coacise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

9. Claims 5-14, 15-24, and 25-27 are rejected under 35 U.S.C. 112, first paragraph, as 
containing subject matter which was not described in the specification in such a way as to enable 
one skilled in the art to which it pertains, or with which it is most nearly connected, to make and/or 
use the invention. 

Claims 5, 15, 25, 26 and 27 recite that the first and second reflecting areas cooperate to define a 
pattern that is visibly perceptible when viewed from the fi*ont side and imperceptible when viewed fi-om 
the back side of the substrate. Claims 5 and 26 further recite that the transmittance characteristics of the 
transparent construction through the two reflecting areas are substantially the same. The specification 
fails to teach adequately as how could by having partially reflective coatings on the first and second areas 
would achieve such. The essential element for making such perceptible and irrperceptible characters is 
adding metallic layers with different thickness at back surface of the thin film layers. The applicant is 
respectfully noted that the specification NEVER teaches that the thin film coatings by itself, (without the 
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metallic layers and/or absorbing substrate), is capable of achieving same optical transmission 
characteristics (while having different reflection characteristics), (as argued by the apphcant in the 
Remark of page 7) nor is capable of providing pattern that is perceptible when viewed from the front 
surface and imperceptible from the back surface, (Figures 4 and 5 show such expUcitly). This is simply 
impossible for the thin film coating. In fact, the applicant specifically teaches that the reflectance and 
likewise the transmittance of the thin film coatings will be the same and be seen from both sides of the 
substrate, the only way to make the two reflecting areas (not thin film coatings) with substantially the 
same transmittance characteristics, (therefore the pattern being inperceptible viewed from the back 
surface) is by adding metallic layer (such as chromium layer) with different layer thickness, (as 
explicitly taught by Figxu-e 7 and Table 1). These claims as stand now are therefore not enabling the 
claimed characteristics. 

Claims 9 and 19 recite that the predetermined could be "devices" that is not supported by the 
specification, since it fails to teach how could the pattern of the filter elements be "devices". 
Claims 6-14, and 16-24 inherit the rejection from their respective based claim 

10. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

11. Claims 5-14 and 15-24 and 25, 26 and 27 are rejected under 35 U.S.C. 112, second 
paragraph, as being indefinite for failing to particularly point out and distinctly claim the 
subject matter which appUcant regards as the invention. 

The alternative phrase concerning the transparent substrate being selected from the group 
consisting various elements recited in claims 5, 15, 25, 26 and 27 is indefinite since the elements 
in the group are not equivalent to each other, which therefore renders the scope of the claims 
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unclear. It is implicitly true that a plastics film is not equivalent to an architectural glass. A 
windscreen is not equivalent to a lenses. A skylight is not equivalent to a visor, etc. 

Claims 9 and 19 recite that the predetermined pattern could be "devices" is confusing and 
indefinite since it is not clear what is considered to be devices here. The scopes of the claims are 
therefore unclear. 

The alternative phrase concerning the pattern being selected from the group consisting various 
elements recited in claims 9 and 19 is indefinite since the elements in the group are not equivalent to 
each other, which therefore renders the scope of the claims unclear. The specification and the claims fail 
to define the term "devices" which therefore fail to give the proper scope for the claims. 

Claims 6-14 and 16-24 inherit the rejections fi'om their respective claims. 

The phrase "a first metallic thin film" recited in claim 23 and the phrase "a second metallic thin 
film" recited in claim 24 are indefinite since it is not clear how do they relate to the "first metallic thin 
film" and the "second metallic thin film" recited in their based claim 15. Claim 15 has been amended to 
include the phrases "first metallic thin film" and "second metallic thin film". 

The phrase "reflecting at least a first waveband", the phrase " transmitting at least a first 
waveband", the phrase "reflecting at least a second waveband", and the phrase " transmitting at least a 
second waveband" recited in claim 27 are confusing and indefinite since it is not clear if the first 
waveband (or the second waveband) is the same or not for the reflecting and transmitting characteristics 
of the optical coating. If they are the same waveband, it is then not clear how can the same waveband 
being reflected and transmitted at the same rime by the same oprical coatings. 
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Claim Rejections - 35 USC §103 

12. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness 
rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

13. Claims 5-14, 16-24, 25, 26 and 27 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over the patent issued to Apfel et al (PN. 3,679,291). 

Apfel et al teaches a filter with neutral transmitting multiplayer coating wherein the filter, which 
serves as the transparent construction, conprises a transparent substrate (21, Figure 1), a first 
multiplayer coating (23) including a dielectric thin film layer (27) and a metallic layer (26) wherein the 
dielectric thin film layer is overlaying the metallic layer. Apfel et al teaches that the thin film dielectric 
layer is capable of partially reflecting incident light in the visible wavelength range which therefore 
makes the filter appears to have certain color as viewed fi-om the front surface of the substrate, (please see 
Figures 2 and 4). Apfel et al further teaches that by adding the metallic layer (26) the fiher will have an 
asymmetric reflectance or a neutral transmittance as viewed from the back surface of the substrate such 
that the reflected color appearance at the front side will not be viewable or in^erceptible when viewed 
from the back surface of the substrate, (please see Figures 3 and 5, the Abstract, columns 2-3). The 
metalHc layer is understood to have certain predetermined thickness. 

Apfel et al teaches that the filter design may be appKed to sunglasses, and may be applied to 
many architectural applications, including the apphcation for providing greater illumination intensity of 
hght in a building on one side than on the other side as from the sun, (please see column 9, lines 41-54). 
This impHes that the substrate could be the lenses for sunglasses or architectural designs for allowing sun 
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illumination to enters the building, which inplicitly includes architectural glasses, architectural windows 
or sunroof 

This reference has met all the limitations of the claims with the exception that it does not teach 
explicitly to include a second multip layer coating that partially reflecting a second waveband in the 
visible light range, such that the reflection of light from the first and second multip layer coatings form a 
predetermined pattern. However Apfel et al does teach that the filter can also be applied for decorative 
purposes in which colors (i.e. more than one color) obtained from the filter my be utilized for matching 
the decor of the siurounding, (please see column 9, lines 56-58). This either inches or would be an 
obvious modification to one skilled in the art to modify the transparent construction to include at least a 
second multiplayer coating with strong color reflection (of a different color from the first coating, to 
create multiple colors appearance) and a neutral transmittance, for the purpose of providing desired 
decorative multiple color pattern for either to match to the decor, i.e. implies a pattern, or an independent 
decorative pattern. 

With regard to claims 7-8, and 17-18, Apfel et al teaches that the substrate may include 
sunglasses or architectural applications such as window but this reference does not teach explicitly that 
the substrate be selected from windscreen or visor etc. However it has been held that a recitation with 
respect to the manner in which a claimed apparatus is intended to be employed does not differentiate the 
claimed apparatus from a prior art apparatus satisfying the claimed structural limitations. Ex parte 
Madham, 2 USPQ2d 1647 (1987). It would have been obvious to one skilled in the art to apply the filter 
design to use in windscreen, windows for vehicle or for visor, since it only requires one to use these 
elements as the substrate, for the benefit of providing in at least the decorative purpose a desired strong 
color reflection pattern on one side of the substrate and neutral transmittance from the other side. 
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With regard to claims 9-12, and 19-22, Apfel et al does not teach explicitly that the decorative 
pattern may be in the form of a logo. However this modification is considered to be obvious matters of 
design choice to one skilled in the art to obtain desired decorative pattern. 



Reissue Applications 

14. Claims 5-27 are rejected under 35 U.S.C. 251 as being an improper recapture of broadened 
claimed subject matter surrendered in the appHcation for the patent upon which the present reissue is 
based See Hester Industries, Inc. v. Stein, Inc., 142 F.3d 1472, 46 USPQ2d 1641 (Fed. Cir. 1998); In re 
Clement, 131 F.3d 1464, 45 USPQ2d 1161 (Fed. Cir. 1997); Ball Corp. v. United States, 729F.2d 1429, 
1436, 221 USPQ 289, 295 (Fed. Cir. 1984). A broadening aspect is present in the reissue which was not 
present in the application for patent. The record of the appUcation for the patent shows that the 
broadening aspect (in the reissue) relates to subject matter that apphcant previously siuxendered during 
the prosecution of the apphcation. Accordingly, the narrow scope of the claims in the patent was not an 
error within the meaning of 35 U.S.C. 251, and the broader scope surrendered in the application for the 
patent cannot be recaptured by the filing of the present reissue apphcation. 

The apphcant is respectfully noted that the claims 5-27 are broaden in scopes by simply usmgfirst 
and second optical coatings with thin film based layer to define the first and second reflecting areas, 
(without using metallically layer of different thickness at different reflecting areas) to achieve 
reflection pattern perceptible fi-om the fi-ont surface of the transparent substrate and imperceptible from 
the back sxu-face of the substrate. This feature is even NOT support by the specification, and the 
specification specifically teaches such feature is NOT POSSIBLE. 
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Response to Arguments 

15. Applicant's arguments filed January 13, 2004 have been fully considered but they are not 
persuasive. The newly subirdtted claim has been fully considered and it is rejected for the reasons stated 
above. 

16. Applicant's arguments, based on Figure 3, concerning using the multiplayer dielectric thin film 
alone to achieve the perceptible/inperceptible feature are wrong. Figure 3 ONLY demonstrates a 
multiplayer structure for the optical thin film to provide partial reflection and transmission characteristics 
as shown in Figure 4. This arrangement alone WILL NOT be able to provide perceptible/inp creep tible 
viewing pattern just as the specification goes on to explain in the paragraph (column 4, line 44 to column 
6). The specification specifically states that the multiplayer thin film will have the reflectance (likewise 
the transmittance) be viewed from both side, and without using a nmtching colored substrate, the optical 
characteristics of the multiplayer thin film is shown in Figure 4, (which no inperceptibility is possible) 
and with the matched colored substrate, the optical characteristics is shown in Figure 5 that the color 
pattern is inperceptible from the back side. Also the specification discloses that the substantially same 
transmission (as shown in Figure 7) is achieved ONLY by adding metallic film with different thickness. 
The specification conpletely fails to provide the enablement for the thin film coating alone to achieve the 
perceptible/imperceptible feature. For this con:q)letely contradicts the principle of thin film coating. 

17. Applicant's arguments, which state that the present claims 5-27, do not broaden the scopes of the 
claims the examiner respectfully disagrees. The scopes of the claims have been extended to a transparent 
construction that using thin film coating alone without metalhc layer of different thickness at different 
reflecting areas to achieve the visual perceptible/imperceptible effect is firstly, not supported by the 
specification, secondly, technically impossible and thirdly distinct from the species of the originally 
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submitted claims. The applicant even admits that the set claims are "broader" in scope, (please see the 
Remark page 7, Hues 2-7). 

Allowable Subject Matter 

18. Claims 1 and 2 appear to be allowed over the prior art references of the record. 

The following is a statement of reasons for the indication of allowable subject matter: of the prior 
art references considered none has disclosed an optical filter arrangement, with the claimed structures, 
that includes a first and second reflective layer and at least one transmission balancing means that is 
corrprised of at least a first metallic thin film of predetermined thickness and a second metallic thin film 
of the same material as the first metalUc thin film and of a predetermined thickness which is different 
to the predetermined thickness of the first metallic thin film The first and second reflective layers 
reflects light of different wavelength and such reflective pattern is perceptible by an observer fi*om the 
front side of the filter arrangement and is in^erceptible by the observer fi^om the opposite side of the filter 
arrangement. 

Any inquiry concerning this communication or earlier communications from the examiner should 
be directed to Audrey Y. Chang whose telephone number is 571-272-2309. The examiner can normally 
be reached on Monday-Friday (8:00-4:30), alternative Mondays off 

If attenqjts to reach the examiner by telephone are unsuccessfiil, the examiner's supervisor, Drew 
Dunn can be reached on 571-272-2312. The fax phone number for the organization where this 
application or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the Patent AppKcation 
Information Retrieval (PAIR) system Status information for published applications may be obtained 
from either Private PAIR or Public PAIR, Status information for unpublished applications is available 
through Private PAIR only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR system, contact the Electronic 



A. Chang, Ph,D. 



Business Center (EBC) at 866-217-9197 (toll-free). 




